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TERMINAL DISCLAIMER TO OBVIATE A DOUBLE PATENTING 
REJECTION OVER A PRIOR PATENT 



Docket Number (Optional) 
\TB-i50-PUS 



!n re AppLcation of: Xu 

Application No : 09/786,009 

Filed: April 17, 2001 (U.S. National Phase filing date) 

For: lutein Mediated Peptide Ligation 

^ New England Blolabs, Tnc i ^p. 

The owner , , of ,„i__percent interest in the instant applicrjtion 

hereby disclaifus, except as provided below, the terminal part of the statutory term of any patent granted on the 
instant application, which would extend beyond the expiration date of the full statutory term defined in 35 
U.S.(.\ 154 to 156 and 173, as presently shortened by any terminal disclaimer, of prior Patent No. 

^l-^A.'JA^ . The owner hereby agrees that any patent so granted on the instant application shall be 

enforceable only for and dunng such period that it and tiie prior patent are commonly owned. This agreement 
runs with any patent granted on the instant application and is binding upon the grantee, its successors or 
assigns. 

In making the above disclaimer, the owner does not disclaim the terminal part of any patent granted on 
the instant application that would extend to the expiration date of the full statutory term as defined in 35 U.S.C. 
154 to 156 and 173 of the prior patent, as presently shortened by any terminal disclaimer, in the event that it 
later; expires lor failure to pay a maintenance fee. is held unenforceable, is found invalid by a court of 
competent jurisdiction, is statutorily disclaimed in whole or terminally disclaimed under 37 CFR 1.321, has aJI 
claims canceled by a reexamination certificate, is reissued, or is in any manner terminated prior to the 
expiration of its fuii statutory term as presently shortened by any terminal disclaimer. 

Check eilher bux 1 or 2 below, if nppropriate 

. I I For suomissiofis on behalf tjf an organization (e.g.. corpcryiion, partnership, universiJy, governiTient agency, etc.). the 
una'yrsignec is empowered lo act on behaif of the organizaiion. 

I hereby declare that all statements made herein of my own knowledge are true and that all statements 
made on information and belief are believed to be true; and further that these statements were made with the 
knowledge that willful false statements and the like so made are punishable by fine or imprisonment, or both, 
under Section 1001 of Title 18 of the United States Code and that such willful false statements may jeopardize 
the validity of the application or any patent issued thereon. 

? 1 ^ I u.ndorbiyneci is an attorney or agent of record. 



Signature 

Harriet M/ Strimpel, D.Phil. 
Reg. No. 37008 

Typed 0" printed name 



* Date 



WARNING; Information on this form may become public. Credit card information should not 

be :ncliido(l on tr^s tomi pravHjt- crydit t;jrd i;ifof Fr.ation and authorization on PTO-2038 

'Statotnent uncer 37 CFR 'J.73fb) is required if tnrmiiidi cJisciainier is signed by thG assig/iee (owner), 
^w^-fi' ■ O'OS -j^o ; ;i.iy ol; ..bed 'i.: M larvh 1!;;:= ..C^ '^COt:"" "^n- r/pcrp ^ 324, 



lis fc'rr ib t 



nntrd 10 take 0 2 r 



etc Tirie 



vary Liefjoncing upon the needs of the in<jivicfu;j; case Any Lufn[Tien:s on 



t^io ?-r>c'm\ of ' mo you hi -^r equ ired !u comslete th,s 'orm shoulvJ be sum lo the Ch ef Information CfHcer, U.S. Patent and TrodemarK Office Wdshinntnn DC 
WdS'i .':yt J-:. DC 2:jL3i 
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C..R iPrx- MlSinM ON TERMIMftI n iSCI AIMERS ^^gj^ALFOBM 



TO EXAMINER: 



APPL. S.N.: 
ART UNIT: 



imsf HA«Tnn«r.y roomJ>£M mailroom date J:.iV4J 



S LopHteMP^ g.^ kl««ir«<l b, »>B "T"' jS"^ JT^JL « »r special Pr«»m 
SHOULP^ COPY BE IN LEFT IN FILE, 



(-^^fxhe T.D. Is PROPER and has been recorded, (Sec 14^3). 
I ] The TD.lsNOT PROPER andhasnolbeenacceptedforlhereason(s)c^ 

[ ] The recording fee of $_ 



has not been submitted nor Is there .ny pre authorization tn the application file to charge 



to a deposR account (See 14^6.07) 
[ 1 Application Examiner has not processed T.D. fee. <See fee authorUation). 

14^6.01). 

n The T D lacks the enforceable on^ during the common owership Cause needed to c^rcome a double patenting rejectK,n. 
Rule 321(c). (See 14.27. 14.27.01). 

nK.directedtoapartK.^rCaims(s), Which .n^^^^^^ 

teiin of the entire patent to be granted". MPEP 1490. (See 1476, 14.26.02). 

I 1 The uereon who signed the terminal disclaimer. 

I 1 te not recognized as an officer of the assignee. (See 14.29 and possibly 14.29.01). 
, , Nodocumenta^e.denceofachainoft.efromthe«igi^i^^^^^^ 

a pplicant. (See 14.30). 

I , No-statemenrspecff^ngthattheevident^ryc^^^^^^ 

tcnowledge and beOef the title Is m the assignee seeking to take actwn. 37 cpk s.r j w. lo 

I , TheT.D.lsnotslgned.(See14.26.1456.3).or14.26.03KTOisnctslgnedbyailtheowne,.. 
I 1 Attomeynotofrecocdlnoath/decl.orasepe,Htepaperfiledappointinganeworassociateatt^^^ 
, J Theseria.numberoftheappr.catkK,(orthenumberofthepatent)whtehfoansthebas.sforthed^^^ 
missing or incorrect. (See 14.32), 

n The serial number of this app.ica«on(or the number of the patent in reexam or reissue case(s)bdngdisdaimedfemi 
or Incorrect. (See 14.26. 14.26.04 or 14.26.05). 

I , The period disclaimed Incorrect or not specif^. (See 14.27. 1477.2 or 1477.3){For Samples 14.27.04 and 14.27.05) 

( ] Other; , ^ " " 



[ ) Suggestion to request refund of $ . 



. (See 14,35, 14.36). 



, , . p.o......T.nm..MCON n m O fiF ORAL LOW.Mr FAMYOFTHFABOVF. |NFORMALT lES 

BF FAXE" 'M T" "THg GRO"P 
PnR .c^AMPLE TFRMINAL DIS ^I &IMFRS AND CERTIFICATES: 

I 1 sample of a TO over a pending apprKX»lk)n and a^gnee^^ 
Sanmle of a TD over a prW patent and assignee Certificate (See 14.38). 

s3e Assignee Certificate under 37 CFR 3.73 (b) (See 14.39) 



